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Response to Arguments 

Applicant's arguments with respect to claims 8-25 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant terminal disclaimer addressing United State Patent 6,081,780 is 
accepted and approved. But this fails to address the Double patenting rejction bellow. 

Applicant has amended to "subject categories or specific sub-categories" but 
applicant argues "subject categories and specific sub-categories" which are not the 
same therefore applicants arguments addressing these limitations are moot, since the 
limitation is not present in the claim. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., subject categories and specific sub-categories) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicant also argues "definable by the user." Lumelsky in Col. 7 lines 3-25, 
discloses an authoring system, which is user definable system. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The. specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 8, and 17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Applicant has amended the claim to include 
the limitation definable by the user which does not appear in the specification of the 
application and therefore is new matter. Examiner has review suggest portion of 
applicant specification but fails to see support for the newly amended limitation. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-4 of USPN 6,343,317 contains every element of claims 8 and 17 of the 
instant application and as such anticipates claims 8 and 17 of the instant application. 



"A later patent claim is not patentably distinct from an earlier patent claim if the later 
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claim is obvious over, or anticipated by, the earlier claim. In re Longi . 759 F.2d at 896, 
225 USPQ at 651 (affirming a holding of obviousness-type double patenting because 
the claims at issue were obvious over claims in four prior art patents); In re Berg , 140 
F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of obviousness- 
type double patenting where a patent application claim to a genus is anticipated by a 
patent claim to a species within that genus). " ELI LILLY AND COMPANY v BARR 
LABORATORIES, INC., United States Court of Appeals for the Federal Circuit, ON 
PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 8, 9, 11-18 and 20-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mikkola et al. ("Mikkola"), USPN 6,529,143, in view of Lumelsky, 
USPN 6,081,780. 

Regarding claim 8, Mikkola discloses an information system for delivering 



position-related information to a portable digital appliance, comprising: a tracking 
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system for tracking position of the appliance [ie. position of the mobile device, Mikkola, 
col. 4, lines 25-59, col. 8, lines 5-24 and col. 10, lines 6-31]; 
a data repository comprising data entities identified by position within one or more 
bounded regions and [ie. position of vicinity and the movement of the mobile device, 
Mikkola, col. 7, line 39 - col. 8, line 24 and col. 10, lines 6-31]; and wherein the 
information system selects information to be provided to the appliance according to the 
position of the appliance and point of interest to the user [ie. position, direction of 
movement, and the interest of the user to the POI (point of interest), Mikkola, col. 7, line 
39 - col. 8, line 24 and col. 9, lines 37-63]. 

Mikkola discloses retrieving POI in accordance to the interest of the user, Mikkola, col. 
4, lines 25-59]. Mikkola does not specifically disclose a client profile recording a specific 
information subject categories or specific sub-categories; of interest for a user of the 
digital appliance and selecting information according to the specific information subject 
categories or specific sub-categories of interest indicated in the user profile. 

However, Lumelsky, in the same field of endeavor, discloses a client profile 
recording a specific information subject categories or specific sub-categories of interest 
for a user of the digital appliance and selecting information according to the specific 
information subject categories or specific sub-categories of interest definable by the 
user of the digital appliance and indicated in the user profile [Lumelsky, col. 7, lines 3-25 
and col. 18, lines 19-57]. It would have been obvious to one of ordinary skill in the art to 
incorporate user interests, taught by Lumelsky, into the information retrieval system, 
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taught by Mikkola, in order to have the search for information be more customized for 
the user. 

Regarding claim 9, Mikkola further discloses the position of the appliance is a 
geographic position on the surface of the Earth [ie. GPS unit, Mikkola, col. 1, lines 13-17 
and col. 9, lines 37-63]. 

Regarding claim 1 1 , Mikkola further discloses the tracking system also record change in 
position relative to time, and wherein information retrieved and provided to the 
appliance is information associated with specific geographic positions, and is selected, 
at least in part, by the direction of movement of the appliance relative to one of the 
specific geographic positions [Mikkola, col. 8, lines 5-24 and col. 10, lines 6-31]. 

Regarding claims 12 and 13, Mikkola further discloses the information system 
communicates with the digital appliance on a wireless link, wherein the wireless link is a 
two-way link, the appliance sends periodic requests for information to the information 
system [Mikkola, col. 6, lines 44-58, col. 7, lines 6-16 and col. 9, lines 37-63]. 

Regarding claim 14, Mikkola further discloses the periodic requests are 
automatically-generated [ie. the terminal, itself, sends requests for updates of POI, 
Mikkola, col. 12, lines 25-51]. 
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Regarding claim 15, Mikkola further discloses the periodic requests are manually 
generated by a user of the appliance [ie. a user may manually request POI information, 
Mikkola, col. 9, lines 37-50 and col. 12, lines 43-51]. 

Regarding claim 16, Mikkola further discloses information is pushed to the appliance on 
a pre-arranged time period [Mikkola, col. 12, lines 1-24]. 

Regarding claims 17, 18 and 20-25, they are method claims that generally correspond 
to the apparatus in claims 8, 9 and 11-16, respectively. Therefore, the similar limitations 
are disclosed under Mikkola-Lumelsky for the same reasons set forth in the rejection of 
claims 8, 9 and 11-16 [Supra 8, 9 and 11-16]. 

Claims 10 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mikkola-Lumelsky as applied to claims 8 and 17 above, and further in view of Tso et al. 
("Tso"), USPN 6,047,327. 

Regarding claim 10 and 19, Mikkola-Lumelsky further discloses the data repository 
stores data identified by sub-regions, and position of the appliance within a sub-region 
is used to select information to be provided to the appliance [ie. position of the POI, 
Mikkola, col. 7, lines 45-61]. Mikkola-Lumelsky does not specifically disclose the data 
repository stores data identified by geographic regions and sub-regions within those 
bounded regions. However, Tso, in the same field of mobile information retrieval 
endeavor, discloses breaking up data by region, ie. map of California, (geographic 
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region) and territory the client is currently located, ie regional map of California 
(bounded sub-region within the geographic region) [Tso, col. 11, line 65 - col. 12, line 
25 and col. 19, line 60 - col. 20, line 8]. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to incorporate more regional 
levels, disclosed by Tso, for the data storage, disclosed by Mikkola-Lumelsky, in order 
better focus the information sent to the user. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached UPSTO 892 (if appropriate). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ajay M. Bhatia whose telephone number is (571)-272- 
3906. The examiner can normally be reached on M-F 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571)272-3933. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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